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REMARKS 

In the Office Action mailed April 13, 2004, the Examiner noted that claims 1, 3, 4, 6, 8, 
10-15, 17, 18 and 20-25 were pending, and rejected all claims. Claim 17 has been amended, 
new claims 26 and 27 have been added and, thus, in view of the forgoing claims 1, 3, 4, 6, 8, 10- 
15, 17, 18 and 20-27 remain pending for reconsideration which is requested. No new matter 
has been added. The Examiner's rejections are traversed below. 

In the Office Action the Examiner rejected claim 17 under 35 U.S.C. section 112 
paragraph 2 as indefinite. Claim 17 has been amended in consideration of the Examiner's 
comments and it is submitted it satisfies the requirements of the statute. If additional concerns 
with the claims arise, the Examiner is invited to telephone to resolve the same. Suggestions by 
the Examiner are also welcome. Withdrawal of the rejection is requested. 

Pages 3 and 6 of the Office Action reject all claims under 35 U.S.C. § 103 over 
combinations of FJCP, Monn and Morag. 

The present invention provides a photographic print medium with both visual images, 
such as the face of child, and a visual image of printed instructions for assembling a scrapbook 
page (see claim 1 , for example). That is, the invention calls for the medium to include the 
instructions for making a scrapbook page and the series of pictures to be added to the 
scrapbook as a page. 

The Examiner alleges that FJCP discloses Portrait Greeting Cards and "the ability to 
provide print mediums with indicia" such as - Happy Easter -. FJCP (a print out of a web page) 
shows a facsimile of a greeting card that has a picture of a baby and the text words "Happy 
Easter". However, FJCP does not teach or describe that the picture and the text are on a 
photographic medium. FJCP does not say anything at all on this issue. As a result, the greeting 
card could be made of card paper stock with a photograph glued to or otherwise attached to the 
card paper stock. As can be seen, because FJCP does not even mention how the greeting card 
is constructed, FJCP does not teach or suggest that indicia, much less scrapbook page creation 
instructions, be printed on a photographic print medium. The text shown in FJCP could be 
printed on the card stock since it is shown separated from the baby picture image. Further, for 
this same reason or deficit in FJCP, FJCP does not teach or suggest that the instructions for 
making a scrapbook page be printed on the same photographic print medium as the image as is 
called for in the present invention. Monn does not teach or suggest this deficit in FJCP. Nor 
does Morag. For this reason it is submitted that the present invention is patentable over FJCP, 
Monn and Morag. Withdrawal of the rejection for this reason is requested. 
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The Examiner bases the rejection on an allegation that FJCP would "Inherently ... include 
providing instructions on the print medium ... ". The Examiner is reminded: 

To establish inherency, the extrinsic evidence must make clear that the missing 
descriptive matter is necessarily present in the thing described in the reference, 
and that it would be so recognized by persons of ordinary skill in the art (see 
Continental Can Co. v Monsanto Co. , 948 F.2d 1264, 20 USPQ2d 1746 (Fed. Cir. 
1991)). 

Inherency may not be established by probabilities or possibilities. The mere fact 
that a certain thing may result from a given set of circumstances is not sufficient 
(see In re Olerich , 666 F.2d 578, 212 USPQ 323 (CCPA 1981)) 

Since FJCP does not teach or suggest printing text on a print medium, much less a 
photographic print medium, as noted above, instructions on a print medium are also not taught 
or suggested. Further, greeting cards need no instructions, as it is common knowledge what is 
to be done with greeting cards and instructions are not necessarily present in the greeting cards 
described in FJCP. As a result, instructions on a print medium are not inherently included in the 
greeting cards of FJCP. Monn also does not teach or suggest this deficit in FJCP. Nor does 
Morag. For this additional reason it is submitted that the present invention is patentable over 
FJCP, Monn and Morag. Withdrawal of the rejection for this reason is requested. 

The Examiner appears to be base the rejection on an attempt to ignore the feature of the 
invention wherein the visual images for cut out and assembly, and the instructions for such cut 
out and assembly are provided on the same photographic print medium asserting that there no 
functional relationship there between. This is not the case. There is a function relationship 
between the medium and the instructions. As specifically recited in the claims, the instructions 
tell the user how to deal with the medium, particularly, "allowing the user to manually cut out the 
series of different characteristics of visual images from the medium in accordance with the 
instructions". As a result, it would be inappropriate for the Examiner to ignore this feature of the 
present invention. The Examiner is also reminded that effect must be given to all claim 
limitations (see In re Anqstadt and Griffin , 537 F.2d 498, 190 U.S.P.Q. 214 (C.C.P.A.1976)). For 
this further reason, it is submitted that the present invention is patentable over FJCP and Monn 
(and Morag). Withdrawal of the rejection for this additional reason is requested. 

The present invention also calls for a "series of images with different characteristics" 
being printed on the print medium with the instructions. FJCP only shows a single image on the 
greeting card (see claim 1 , for example). Monn adds nothing to FJCP with respect to this 
feature. Nor does Morag. For this reason, it is submitted that the present invention is patentable 
over the prior art. Withdrawal of the rejection for this reason is requested. 
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As noted above, FJCP is directed to a system for making greeting cards while Monn is 
directed to a kit for decorating a photo album storage box with paper type cutouts. With respect 
to the attempt to combine the teachings of these two references the Examiner is reminded: 

"[T]he best defense against the subtle but powerful attraction of a hindsight- 
based obviousness analysis is rigorous application of the requirement for a 
showing of the teaching or motivation to combine prior art references .... 
Combining prior art references without evidence of such a suggestion, teaching, 
or motivation simply takes the inventor's disclosure as a blueprint for piecing 
together the prior art to defeat patentability-the essence of hindsight." In re 
Dembiczak , 175 F.3d 994, 999, 50 USPQ2d 1614, 1617 (Fed. Cir. 1999). 

There is no such motivation in this case. FJCP is directed at giving the output produced, 
a greeting card, to a friend or relative. There is no reason for the user of FJCP to be motivated 
to remove the images from the greeting card or to otherwise cut-up the greeting card since such 
would destroy the purpose of the output of FJCP. Greeting cards are not intended to be cut-up. 
As a result, there would be no motivation to combine FJCP with Monn. For a similar reason, 
there is no motivation to combine FJCP with Morag. The Examiner is also reminded: 

The fact that the prior art teaches away from an invention is evidence that the 
invention is not obvious (see Akzo v. USITC, 808 F.2d 1471,1 USPQ2d 
1241(Fed.Cir.1986) and In re Graselli, 713 F.2d 731,218 USPQ 
769(Fed.Cir.1983)). 

In the present situation, the purpose of FJCP of handing complete greeting cards to friends and 
relatives points or teaches away from cutting up such cards. Thus, the purpose of FJCP 
teaches away from a combination with Monn. The purpose of FJCP (give cards to friends) also 
teaches away from Morag (electronic photo album creation). For these further reasons, it is 
submitted that the present invention is patentable over the prior art. Withdrawal of the rejection 
for this further reason is requested. 

As noted by the Examiner, FJCP has an effective date as prior art of February 7, 2001 
(only about 2.5 months prior to the filing date of the above-identified application). It can be 
demonstrated that FJCP is not prior art to the present invention. As noted in the attached 
Exhibit which was prepared by the inventor on or about February 16, 2000, a template or 
prototype example of the present invention had been previously conceived and created. This 
prototype was part of an extensive list of projects actively being developed by the team of which 
the inventor was a member. For this additional reason, it is submitted that the present invention 
is patentable over the prior art. Withdrawal of the rejection for this further reason is requested. 

It is submitted that the invention of independent claims distinguishes over the prior art 
and withdrawal of the rejection is requested. 
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The dependent claims depend from the above-discussed independent claims and are 
patentable over the prior art for the reasons discussed above. The dependent claims also recite 
additional features not taught or suggested by the prior art. For example, claim 1 1 calls for the 
series of images to have different characteristics to be a single image. The prior art says 
nothing about this. Claim 21 calls for making payment over the channel via which images from 
the user to the service provider are transmitted. Nothing in the prior art addresses this. It is 
submitted that the dependent claims are independently patentable over the prior art. 

New claims 26 and 27 emphasize that there is a specific correlation between the images 
of the series of images and the instructions for assembling the scrapbook page where this is 
shown and described with respect to figure 1B of the application. Nothing in the prior art 
teaches or suggests such. It is submitted that the new claim distinguishes over the prior art. 

It is submitted that the claims satisfy the requirements of 35 U.S.C. 1 1 2, paragraph 2. It 
is further submitted that the claims are not taught, disclosed or suggested by the prior art. The 
claims are therefore in a condition suitable for allowance. An early Notice of Allowance is 
requested. 

If any further fees, other than and except for the issue fee, are necessary with respect to 
this paper, the U.S.P.T.O. is requested to obtain the same from deposit account number 19- 
3935. 



Respectfully submitted, 



STAAS & HALSEY LLP 




J^Randall Beckers 
Registration No. 30,358 



1201 New York Avenue, NW, Suite 700 
Washington, D.C. 20005 
Telephone: (202)434-1500 
Facsimile: (202)434-1501 
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EXHIBIT 
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How to complete your Zoom Print., 

1) Cut out the largest picture labelled: ^J^) 

2) Cut out the next smallest picture labelled with (jT) 
carefully cutting around the subject of the picture that you 
wish to zoom. 

3) Cut out the next smallest picture labelled with 

again carefully cutting around the subject of the picture that 
you wish to zoom. 

4) Cut out the smallest picture labelled © 
following the same cutting path used in the last two steps. 

5) Arrange the largest picture on your scrapbook page and 
glue in place. 

6) Arrange the remaining 3 pictures in decreasing size to 
achieve the zoom effect. 

7) When you are satisfied, glue these in place and you are 
done! 

Congratulations! 
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